THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
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Appeal No. 1997-0123
Appl i cation 08/ 368, 926

ON BRI EF

Bef ore JERRY SM TH, FLEM NG and RUGAE ERO, Admi ni strative
Pat ent Judges.

RUGE ERO, Adni nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of

clains 3, 5, 6, 8, 9, 11, 12, and 14. dains 1 and 2 have

Y Application for patent filed January 5, 1995.
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been canceled. dains 4, 7, 10, and 13 have been indi cated by

t he

Exam ner as containing allowable subject matter but are
objected to as being dependent on a rejected claint.

The clained invention relates to a packaged sem conduct or
chip with radial slots formed in an inner ring of contact |ead
support filmand cross-slots forned in the corner nenbers of
an outer body of support film Appellants state at page 4 of
the specification that the slots permt expansion of the
vari ous portions of the support filmand prevent breakage of
the contact |eads due to differences in the thernal
coefficient of expansion between the sem conductor nateri al
and the support film

Caim3is illustrative of the invention and reads as
fol | ows:

3. A packaged sem conductor chip conprising:

2Al t hough Appel | ants have included clainms 4, 7, 10, and
13 in the reproduction of the appealed clainms in the Appendi x
to the Brief, these clains are not before us in this appeal.
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a sem conduct or chi p;

a plurality of contact |eads electrically connected to
t he sem conduct or chi p;

an inner ring of filmsurrounding the sem conductor chip
and supporting a portion of the contact | eads;

an outer body of filmsurrounding the inner ring of film
and connected to the inner ring of filmby four corner nenbers
of filmmterial, the outer body of filmsupporting a further
portion of the contact |eads;
and

each of the corner nenbers conprising at | east one cross-
slot extending inward froman edge of the corner nenber
partway across the corner nmenber such that stress on the
contact leads resulting fromthe thernmal expansion and
contraction of the sem conductor chip, the inner ring of film
material and the outer body of filmmterial is reduced.

The Exam ner relies on the follow ng references?:

Nakanura et al. (Nakamnura) 62- 113458 May 25,
1987

(Japanese Kokai)*
Suet ake 5, 336, 927 Aug. 09,
1994

Claims 3, 5, 6, 8, 9, 11, 12, and 14 stand finally

*The Examiner additionally relies on a description of the
admtted prior art at pages 2 and 3 of Appellants’
speci fication.

“ A copy of the translation provided by the U. S. Patent
and Trademark O fice, April 1999, is included and relied upon
for this decision.
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rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Nakanura in view of the admtted prior art and further in view
of Suet ake.

Rat her than reiterate the argunments of Appellants and the
Exam ner, reference is made to the Briefs® and Answer for the

respective details thereof.

OPI NI ON
We have carefully considered the subject natter on
appeal, the rejection advanced by the Exam ner, and the
evi dence
of obvi ousness relied upon by the Exam ner as support for the
rejection. W have, |likew se, reviewed and taken into

consi deration, in reaching our decision, Appellants’

> The Appeal Brief was filed May 23, 1996. In response to
the Exam ner’s Answer dated June 26, 1996, a Reply Brief was
filed August 26, 1996, which was acknow edged and entered by
the Exam ner without further coment on Cctober 7, 1996.
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argunments set forth in the Briefs along wwth the Exam ner's
rationale in support of the rejections and argunents in
rebutt al
set forth in the Examner's Answer. It is our view, after
consi deration of the record before us, that the collective
evi dence relied upon and the level of skill in the particul ar
art woul d not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clainms 3,
5 6, 8 9, 11, 12, and 14. Accordingly, we reverse.

In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the Exam ner to establish a factual basis to
support the | egal conclusion of obviousness. See In re Fine,
837
F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1!
17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed

to
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nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from sone
teachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skil
in

the art. Uniroyal Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USP@d 1434, 1438 (Fed. Cr.), cert. denied, 488 U S.
825

(1988); Ashland G 1, Inc. v. Delta Resins & Refractories,

I nc.,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

deni ed, 475 U. S. 1017 (1986); ACS Hospital Systenms, Inc. V.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed.
Cir. 1984). These show ngs by the Exam ner are an essenti al
part

of conplying with the burden of presenting a prina facie case

of
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obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQ2d
1443, 1444 (Fed. Cir. 1992).
At the outset, we note that the rel evant portion of
I ndependent clains 3, 6, 9, and 12 recites:
each of the corner menbers

conprising at | east one cross-slot

extending inward from an edge of the

corner nenber partway across the

corner menber. ..
As asserted in the statenent of the grounds of rejection
(Answer, page 3), the Exam ner seeks to nodify the conbi ned
teachi ngs of Nakanura and the admtted prior art by relying on
Suet ake to supply the mssing teaching of a filmnateri al
corner nenber having the requisite cross-slot feature. 1In the
Exam ner’s view, the desire to prevent |ead di sconnections,
absorb nechani cal stress, and increase yield by prevention of
tape scattering would
serve as notivating factors to the skilled artisan to nodify
Nakanura and the admtted prior art with the teachings of

Suet ake.

In response, Appellants assert that the Exam ner has
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failed to set forth a prim facie case of obvi ousness since

proper notivation for one of ordinary skill to make the

Exam ner’s proposed conbi nati on has not been established. 1In
Appel l ants’ view (Brief, page 5), the skilled artisan woul d
not be notivated to enpl oy the teachings of Suetake with
Nakanura and the admtted prior art since Suetake s slot
configuration is directed to a totally different problem
i.e., tape scrap mnimzation rather than strain relief.

Upon careful review of the applied prior art, we are in
agreenent with Appellants’ stated position in the Brief. The
mere fact that the prior art may be nodified in the manner
suggested by the Exam ner does not make the nodification
obvi ous unless the prior art suggested the desirability of the

nodification. |Inre Flitch, 972 F. 2d 1260, 1266, 23 USPQd

1780, 1783-84 (Fed. Cir. 1992). It is our viewthat, while a
showi ng of proper notivation does not require that a

conbi nation of prior art teachings be made for the sane reason
as Appellants to achieve the clainmed invention, we can find no
notivation for the skilled artisan to apply Suetake's cross

slot tape configuration to the conmbined filmcarrier of
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Nakanura and the admtted prior art. There is nothing in the
di scl osure of Nakanmura or the admtted prior art to indicate

that mnimzation of material waste, the probl em addressed by
Suet ake, was ever a concern. It is our opinion that the only
basis for applying Suetake' s teachings to the conbi nation of

Nakanura and the admtted prior art conmes from an i nproper

attenpt to reconstruct Appellants’ invention in hindsight.

W note that, in the responsive argunents portion at page
7 of the Answer, the Exam ner attenpts to respond to
Appel  ants’ argunents concerni ng Suetake’s | ack of concern
with a strain relief problemby naking reference to Suetake’s
mention of the term*®yield.” The Exam ner proceeds to supply
a dictionary definition of the term*“yield” as relating to the
bendi ng of an el enment under physical pressure. W are in
agreenent, however, with Appellants’ argunents (Reply Brief,
pages 2 and 3) that the Examner’s interpretation of Suetake’'s
use of the term*“yield” is in error. It is clear from our
readi ng of Suetake’s disclosure that the term*®“yield” is

intended to relate to an anmount of useful nmaterial resulting
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froma manufacturing operation and not to a bendi ng under

pressure as suggested by the Exam ner.

Since we can find no basis in the applied prior art to
conbi ne their teachings in the manner proposed by the
Exam ner, we can not sustain the 35 U S.C. 8 103 rejection of
I ndependent clains 3, 6, 9, and 12, nor the rejection of
clainms 5, 8, 11, and 14 which depend therefrom Accordingly,
the decision of the Exam ne rejecting clains 3, 5, 6, 8, 9,
11, 12, and 14 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
M CHAEL R FLEM NG

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES
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JOSEPH F. RUGE ERO
Adm ni strative Patent Judge )

JFR/ pgg

Robert D. Marshall Jr.

Texas Instrunents | ncorporated
P. O Box 655474 MsS 219

Dal | as, TX 75265
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